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"The benefits of trademarks in lowering consumer
search costs presuppose legal protection because
the cost of duplicating someone else's trademark is
small and the incentive to incur this cost in the
absence of legal impediments will be greater the
stronger the trademark. The free-riding competitor
will, at little cost, capture profits associated with a
strong trademark because some consumers will
assume (at least in the short run) that the free rider's
and the original trademark holder's brands are
identical. If the law does not prevent it, free riding
may destroy the information capital embodied in a
trademark, and the prospect of free riding may
therefore eliminate the incentive to develop a
valuable trademark in the first place."

(WILLIAM M. LANDES & RICHARD A. POSNER, THE
EcoNoMIC STRUCTURE OF INTELLECTUAL
PROPERTY LAW 168 (2003)).
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:95 2n> WX ,Am. Pub., Inc., 971 F.2d 302 (9th Cir. 1992)

"A related problem arises when a trademark also
describes a person, a place or an attribute of a
product. If the trademark holder were allowed
exclusive rights in such use, the language would be
depleted in much the same way as if generic words
were protectable. Thus trademark law recognizes a
defense where the mark is used only “to describe
the goods or services of [a] party, or their
geographic origin.” 15 U.S.C. § 1115(b)(4). The
‘fair-use’ defense, in essence, forbids a trademark
registrant to appropriate a descriptive term for his
exclusive use and so prevent others from accurately
describing a characteristic of their goods. Once
again, the courts will hold as a matter of law that
the original producer does not sponsor or endorse
another product that uses his mark in a descriptive
manner. With many well-known trademarks, such
as Jell-O, Scotch tape and Kleenex, there are
equally  informative  non-trademark  words
describing the products (gelatin, cellophane tape
and facial tissue). But sometimes there is no
descriptive substitute, and a problem closely
related to genericity and descriptiveness is
presented when many goods and services are
effectively identifiable only by their trademarks.
For example, one might refer to “the two-time
world champions” or “the professional basketball
team from Chicago,” but it's far simpler (and more
likely to be understood) to refer to the Chicago
Bulls. In such cases, use of the trademark does not
imply sponsorship or endorsement of the product
because the mark is used only to describe the thing,
rather than to identify its source.

Indeed, it is often virtually impossible to refer to a
particular product for purposes of comparison,
criticism, point of reference or any other such
purpose without using the mark. For example,
reference to a large automobile manufacturer based
in Michigan would not differentiate among the Big
Three; reference to a large Japanese manufacturer
of home electronics would narrow the field to a
dozen or more companies. Much useful social and
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commercial discourse would be all but impossible
if speakers were under threat of an infringement
lawsuit every time they made reference to a person,
company or product by using its trademark. A good
example of this is Volkswagenwerk
Aktiengesellschaft v. Church, 411 F.2d 350 (9th
Cir. 1969), where we held that Volkswagen could
not prevent an automobile repair shop from using
its mark. We recognized that in “advertising [the
repair of Volkswagens, it] would be difficult, if not
impossible, for [Church] to avoid altogether the use
of the word ‘Volkswagen’ or its abbreviation
‘VW,” which are the normal terms which, to the
public at large, signify appellant's cars.” Id. at 352.
Church did not suggest to customers that he was
part of the Volkswagen organization or that his
repair shop was sponsored or authorized by VW; he
merely used the words “Volkswagen” and “VW?” to
convey information about the types of cars he
repaired. Therefore, his use of the Volkswagen
trademark was not an infringing use.”
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"Goodwill [...] has to do [...] with protecting sellers
from misappropriation. Goodwill on this view
denotes the special value that attaches to a mark
when the seller’s advertising and investments in
quality generate consumer loyalty — a capacity to
attract consumers over time. Trademarks are
repositories or symbols of this goodwill, and
trademark law prevents others from appropriating
it by using a similar mark." Robert G. Bone,
Hunting Goodwill: A History of the Concept of
Goodwill in Trademark Law, 86 B.U. L. REV. 547,
549 (20006).
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